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VIII. ARGUMENTS 
A. fi™*™ 1 and 12-14 

Claims 1-3 and 12-14 a» reject under 35 U.S.C. !03(a) . being ^ 
<mrPitt e.-.U.S.5,476. S S3CTir) W M< ldte .-.U.S.P^ntU.S.F«».N0. 

■ s, 99 4,4»rM^cachmvic W of™EP448037C3P-03n^Ch»pn»« 

al. U.S. PutentNo. 3,656,982 ("Chapman"). 

Tta object of the applicant's claimed invention was to develop colored POM 
ttoldingcomposirionsmwhichMi 1HHIH ,rtT*- tmn*M*-»* 

■art — , acc^n--^ gemm aaamsfe 

- 7 -(-ni 213 - --> ■— n wia.utimpairutgth.kn.wn 
advantaseous propertiea of POM. (see the specification at page 3, lines 22-25). 

Pitt and Muck describe oxymethylene/oxyethylene copolymers. A3 the Examiner 

tebo^mofp^hno. Sinmebo«omofp^e2„fmePmalO ffi «Acrion). In 

Virion, neuher Pitt nor Muck disclose th* the, H P» 

• ^ „ ,1,-- ^*""° r n,W f H ^^CQPtme»,Mo n , 

'y^CT- — , hi— '^"20m^(seeindependentclaim 1). This 

~**a i c t ai i oht bv both Pitt and Muck and the applicant 
limitation the Examiner has asserted is taught by botn nu an 

respectfully disagrees. 

' • ^^anriner.g.esWpolyoxymemy.eneasde^beriinPmetd.andMuck 
'^.po^.lowleveloffbnnW^ 

— mmepresenceofaslrongpro^oaddandyor.derivativeofasnongpmmmc 
ad d.ma,^^.aoolo^ia^«o^SO'^* 1 « Btofcm » COl0 ' e4 
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composition with a low formaldehyde emission level. However, it is important to 

' ^erstandthat^ 
polyoxymemlene and following to an increased emission of formaldehyde. In the state of 
the art, the increased formaldehyde emission is reduced by addition of N-containing 
compounds (see for example Kosinsiki). In view of the present invention it was 
' unexpectedly found that such an increase of emitted formaldehyde occurred by adding a 
colorant can be avoided respectively reduced if the specific prepared polyoxymethylenes 
areused. So the argument of theexaminer is to simple that only a polyoxymethylene 
with a low emission level of formaldehyde is used to prepare a colored 
polyoxymethylene composition W mch shows also a low formaldehyde emission, In 
contrast thereto it was not obvious that the colored, specific prepared polyoxymethylenes 
shows areasonable lower increase of formaldehyde emission compared with other 
polyoxymethylenes prepared with other methods after coloration. 

The oxymethylene/oxyelhylene copolymers can be prepared with several 

evidence in Pitt nor Muck that copolymer, containing oxymethylene and oxyethylene 
. units and a colorant (pigment) leads to an increased fonnaldehyde emission and that Ms 
emission can be reduced by mixing specific prepared copolymers (with a strong protonic 
acid)withthecolorant(pigment). For example, the preparation of the copolymers with 
Lewis acids (described in Muck) leads to ahigher formaldehyde emission (see e.g., the 
. present application, in particular the comparative examples, wherein the copolymer is 
prepared with BF 3 (page 8 line 1, results page 10 table 1)). 
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* the state of the art the use of ^containing stabilizers are known to merease e.g. 

• • HghtormeltstabU^ . 
oxyethylene copolymers ^^^^W*»*»«*«* m 
initiator) leads to a low formaldehyde emission level if a colorant is added. Ibere is N^ 
indication in Muck, Kosinski nor Chapman that this specific combination (oxymethylene- 
oxyethylene copolymers in accordance with claim 1 and a colorant) to get colored . 
copolymer results in a low emission level of formaldehyde, in particular, formaldehyde 
, ,„i ,i„„; determined on +-fft ° p*™™ft"s in accordant^ wit h the German Autom otive 
T^ ^p^enda tionNo ?7^fV T)A275) is not pom than 20 me/te 

The oxymethylene-oxyethylene copolymers described in Pitt are used as carrier 
for biological active factors e.g.. for medicines. Because of the harmful effects for 
patients of an increased formaldehyde emission an addition of a colorant would be 
problematic, so nobody would combmepolyoxymemylene-polyoxyethylene carriers for 
" pharmaceutical use with colorants, 

Kosinski describes polyacetal compositions which can comprise 12 different other 
ingredient* which include colorants / pigments (page 12 lines 46-51). At page 12, 

Kosinski discloses 

«. . .other ingredients, modifiers and additives as are generally 
nsed in polyacetal molding resins, including [1] thermal 
stabilizers, [2] anti-oxidants, [3] pigments, [4] colorants, [5] 
toughening agents, [6] reinforcing agents, [7] UV stabilizers, [8] 
hindered amine stabilizers, [9] nucleating agents, [10] lubricants, 
[11] glass fibers, and [12] fillers. It should also be understood 
tlnt ^ pi^r.+c «nrt cnlorantr can i themsdyeg, adversely 
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^ the sjabjjjtv of BStetal ^oositioM." 1 (emphasis 
added) 

Therefbre.Wisasel^ 
colorants/pi^entsftomtheo^^edients. The Exa^er has not supplied the 
F oper motivationforthis selection, especially in view of the last statement that 

^ a . Grants can, th^ ■■! * ^ ^ ^ * 

comeositions". 

The increased formaldehyde emission of colored o*yrnefoyleneA»ye«hylene 

^hedinfoeeaanples. In comma.. o foe present application, Kosinsld describes 

Pnrfoerapersonof ordinary stdUfofoe art conldn, find any evidence in Pr^ Mndr or 
K^foprepamcopolymerscoo.afofogo^^ 

to t). Under foebeadfogofPcac^ptionOffoePmforreaEml^men^Ch^man 



.^epreaentmvennonispanicnlarlyosefol and beneficial in conjnnction 
w ifo pearlescen. pigments winch are to be Incorporated in compressed 
^.H^nwdera ." (emphasis added) 

TlerearenoeompositiomdescnTjedmChapm^wniebeneompssses 
o^efoylene/mtyefoylene copolymers, ln addition, there i, no indication ^ which 
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against the claims. 

1149 (CCFA 1981)- The^c^.leotivelypiCandchoo.e^.he^ 

,,r . „ ti- ^ tw— ^««-«rt— *" 

to reflect fealores of *e daimed invention does no. ^ modification, and hence 

, 125 1,27 (Fed. 0, 1984), Sa*!** 29 USPQ 2d 1550 (CAFC .994) and fc. 
2, USPQ 2nd. 1780 (Fed. Cir. 1992)). m - Gorman, 933 F.2d 982, 987, 18 

preferences Selves m »s,pro^de S on« leeching wh«eby, he appHeen,', 
MroW nehonwon.dhave b ee„, b vlo^ln r e D o W Chen,ca,Co.,837F.2d469,4,3, 5 
' US PQ2dl529,153.(Fed,a. 1988)(nnde I 35U.S.C.| 1 03,ho ato sw S donsndd-e 

™<l, the Examiner why one skilled in the art with the knowledge 
The applicants disagree wtth the Examiner wn, 

of the references wonld selectively modify me references in order to arrive a. the 
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applied claimed invention. TheExaminers argument is clearly based onhindsight 
reconstruction. 

Obviousness cannot be established by combining the teachings of the prior art to 
•produce the claimed invention absent some teaching, suggestion, or incentive supporting 
this combination, althougl.it may have been obvious to try various combinations of 
teachings of the prior art references to achieve the applicant's claimed invention, such 
' evidence does not establish prima facie case of obviousness ( InreGeiger, 2 USPQ 2d. 

1276 (Fed. Cir. 1987)). There would be no reason for one skilled in the art to combine 
Muck or Pitt each in view of Kosinski and Chapman. 

B._Oajm2 

Claim 2 further limits claim 1 and requires that the molding composition 
comprises from 0.1 to 3.0% by weight of colorants selected from the group consisting of 
whitepigments.blackpigments, and color pigments. As stated above, me Examiner 
recognized that neither Pitt nor Muck mentions the colorants of claims 2 and 3 (see the 
bottom of page 2 of the Final Office Action). 

The Examiner states also at the bottom of page 2 of the Final Office Action, that 
Kosinski discloses theuse of other useful ingredients including pigments, colorants, 
stabilizers etc. However, as stated above, Kosinski discloses: 

". . .other ingredients, modifiers and additives as are generally 
used in polyacetal molding resins, including [1] thermal 
stabilizers, [2] anti-oxidants, [3] pigments, [4] colorants, [5] 
toughening agents, [6] reinforcing agents, [7] UV stabilizers, [8] 
hindered amine stabilizers, [9] nucleating agents, [10] lubricants, 
[1 1] glass fibers, and [12] fillers. It should also be understood 
that — m—** SBd £glS£iBfa SB, themselves, adversely 
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^ ^mihv oLB^acetej ^ositioM-" 2 (emphasis 

added) 

Wore, tois fceExanuoerto — "* * 

p^odvadonforto sefccrion, 

reference became Chap- is — - • «~ « ° f °* ta * 

„»p™»ti<> nowders. 
C. r.laim3 

CUim 3 tatter Mi cUiro 2 aod «bcr rc^es Ore colore,* carry a coating of 
■ ■ ^WW^Msfeatae.bu.^above.tteappUeaataoeano. 

po.yacCa. copper a* wooid not re* upoa 0*~ - - ««— — ~ 
.oterofareacostteEx^.eUes^odooo.ahorvtecWroeofea^e. 

D. fi^Ol 

ato n^rejee te d>«der3 5 U.S.C.103(.)»bem g «»p«»ttbl.overP.ttm 
^^haareoogo^^Kosi^andCh^dono.reac.ttefe^of 
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claim 11 that the polyacetal copolymer comprises from 0.1 to 10mol% of oxyethylene 
units. The Examiner has relied upon Yokoyama for this teaching. 

It is acknowledged that the Examiner has correctly stated that Yokoyama does 

. disclose: 

For example, when the p»ly ftcetal resi " 8c a " "^etiwkne- 
^tMme copohrm^ containing p^f^y^ f roups in an 
amount of from 1 S to 7.0 mol % . preferably from 1 .7 to 7.0 
mol %, based on the molar total of the oxymethylene units, Hie 
polyacetal resin has a relatively low melting temperature. Also, 
the polyacetal resin can have a relatively low melting temperature 
when the polyacetal resin is an oxymethylene-oxypropylene 
copolymer containing oxypropylene groups in an amount of from 
1 .2 to 5 .6 mol %, based on the molar total of the oxymethylene 
units, or is an oxymethylene-oxybutylene copolymer containing 
oxybutylene groups in an amount of from 0.9 to 4.3 mol %, based 
on the molar total of the oxymethylene units. 

However, the applicant does not believe that Yokoyama teaches the applicant's 
claimed invention. Obviousness cannot be established by combining me teachings of the 
.prior art to produce the claimed invention absent some teaching, suggestion, or incentive 
supporting this combination, although it may have been obvious to try various 
combinations of teachings of the prior art references to achieve the applicant's claimed 
invention, such evidence does not establish prima facie case of obviousness (InreGeiger , 
.2 USPQ 2d. 1276 (Fed, Cfr. 1987)). There would be no reason for one skilled in the art to 
combine Muck or Pitt each in view of Kosinski, Chapman and Yokoyama. 
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V riairns 15. 19 - 21 and 23 

In addition to the arguments presented for claim 1 above, Claim 15 is narrower 
man claim 1, with respect to the following features: 

(1) the initiator is very specific, trifluoromethanesulfbnic acid and/or a 
' derivative of trifluoromethanesulfonic acid, 

(2) the colorant is specific and is selected from me group consisting of white 
pigments, black pigments and color pigments. 

Again, as stated above, Pitt nor Muck mention colorants. The Examiner has 
' relied upon Kosinski for disclosing colorants in a long list of 12 optional mgredients. 
However, Kosinski does not disclose nor teach that the colorants are selected from the 
group consistingofwhitepigments.blackpigmentsandcolorpigments. 

With respect to the trifluoromethanesulfonic acid, it is recognized that Pitt does 
' disclose trifluoromethanesulfonic acid as a catalyst but not an initiator as is claimed by 
the applicant (see col. 7, lines 15-19). Therefore, this group of claims is further removed 
from the prior art. 

F. Claims 16 and 24 

Claim 1 6 further limits claim 1 5 and requires that the molding composition 
comprises from 0,1 to 3.0% by weight of colorants selected from the group consisting of 
White pigments, black pigments, and color pigments. As stated above, the Examiner 
. recognized that neither Pitt nor Muck mention the colorants of claims 2 and 3 (see the 
bottom of page 2 of the Final Office Action). 

The Examiner states also at the bottom of page 2 of the Final 
Office Action, that Kosinski discloses the use of other useful 
ingredients including pigments, colorants, stabilizers etc. 
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However, as stated above, Kosinski discloses 12 optional ingredients 
wHchincludecolarants/piementS. Tberefore, 1here is a selection required by the 
Examiner to selectively take colorants / pigments from me other ingredients. 
The Examiner has not supplied the proper motivation for this selection, 
. especially in view of the last statement** "s ome^gmentg gnd colorants can , 
t1irm1 1 a avgtse^ affect the stajaUty, of polypi compositions". 

The Examiner has relied upon Chapman for the applicant's claimed 
amount. However, as stated above, the applicant does not believe that Chapman 

' iscombmableref^ 
particular, in conjunction with pearlescent pigments which are to be incorporated 
in compressed ™°™tic nowders . The applicant's claimed amount is not taught 
in Kosinski. 

Claim 24 depends upon claim 16 and has all the limitations of claim 16. Claim 24 
would be patentable for at least the same reasons as claim 16. 

G. Claim 17 

Claim 17 further limits claim 16 and farther requires the colorants carry a coating 
of an alkali metal salt of a fatty acid having at least 12 carbon atoms. The Examiner is 
correct that Chapman shows this feature, but as stated above, the applicant does not 
believe mat one of ordinary skill m the colored molding composition made from 
' polyacetal copolymer art would not rely upon Chapman as an applicable reference. The 
other references the Examiner do not teach this limitation. 



- 40821 8_t jg_ 

PAGE 11/19* RCVDAT 8/11/2005 3:51:03 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/30 * DN1S:2738300 * CSID:302 661 2331 * DURATION (mm-ss):0448 



AUfi. 1 1. 2005 3:54PM 

Serial No. 10/069,087 



NO. 7473 P. 21/28 
Docket No.: 05S87-00327-US 



H. Claim 18 

Claim 18 further limits claim IS. The Examiner has recognized that Kosinski and 
Chapman do not teach the feature of claim 1 8 that the polyacetal copolymer comprises 
from 0.1 to 10mol%ofoxyemyleneunits. The Examiner has relied upon Yokoyama for 

this teaching. 

It is acknowledged that the Examiner has correctly stated that Yokoyama does 
disclose: 

For example, when the pnlyacetal resin is an oXYmethylene;; 
methylene copolymer cont aining mvethvfrne groups in aw 

*»f fr ^l_St»7.0mol%. preferably from 1.7 to 7.0 

mol %, based on the molar total of the oxymethylene units, the 
polyacetal resin has a relatively low melting temperature. Also, 
the polyacetal resin can have a relatively low melting temperature 
when the polyacetal resin is an oxymethyleoe-oxypropylene 
copolymer containing oxypropylene groups in an amount of from 
1 .2 to 5.6 mol %, based on the molar total of the oxymethylene 
units, or is an oxymethylene-oxybntylene copolymer containing 
oxybutylene groups in an amount of from 0.9 to 4.3 mol %, based 
on the molar total of the oxymethylene units. 

However, the applicant does not believe that Yokoyama teaches the 
applicant's claimed invention. Obviousness cannot be established by combining 
the teachings of the prior art to produce the claimed invention absent some 
teaching, suggestion, or incentive supporting this combination, although it may 
have been obvious to try various combinations of teachings of the prior art 
references to achieve the applicant's claimed invention, such evidence does not 
establish prima facie case of obviousness (InreGeiger, 2 USPQ 2d. 1276 (Fed. 
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Cix. 1 987)). There would be no reason for one skilled in the art to combine Muck 
• or Pitt each in view of Kosinski, Chapman and Yokoyama. 

T. Claim 22 

. aa ta22i S dep^e»tfromdaiml6a n dh a sall.hefcat»Ksofctol6 
(r = quilKt hat*emo 1 d ta gc 0 mpo S iH OT cc« P ri S =s6om0. 1 «o3.0%by™*tof 
' co.™* selected ftom^groupc^^of^^.s.blackp^en., cooler 
pipnent.) and further requires drat *e polyacetal copolymer comprise, ftom 1 .0 .0 2.5 

Pitt eacli in view of Kosinski, Chapman and Yokoyama to reject this claim. 

TheExaminerhasreliednponChapmanfordieapplicant-s claimed 
amount of pigma*. However, as stated above for claim 16, the applicant does 
^ovetotC^iscombt^lerrfer^l^a^^^ 40 

' adi ^fle 1 dofart,mp^ > mco^o n wimpe«les« n tp iS meat. 

wU ch are to be incorporated in. compressed coaasficj.^. The applicant's 
daimed amount ia not in Koainaki or Yokoyama. As stared above for 
Cairn IS.U.erewonldhenoreaaonfcroneskilledmme.rt^comhineMdckor 

Pitt each in view of Kosinski, Chapman and Yokoyama. 



i Cjgjnag 25 and 26 

Claim 25 ia aprocess claim directed for reducing the formaldehyde emission of 
coloredmoldmgcompoaition5madeftompoly.cetalcopo.ymer. Noneof thertferences 
^^ta--*.--- rheBxammerh^Sn^edthatthiaiaftthemm 
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analogous art. 

A , stated above, there would be no reason fee one skilled in the art to 
. ' com b ta eM«orPi tt eaehinvie»o£KesinsW,Chapman m dYoko,sma 

asim26isdependen«upond^25 »d would be patentable,- least 
,he same reasons claim 25 is patentable. 
' . ..isbdievedthattheolait^defineaninvendonwWehisnew.nseW, 
aMtmobvious. For the above reasons, the applicants request passage* 
aUowance. TMs brief is being submitted in triplicate. The PTO is authorized to 
. charg eDeposi,Aeeoun.No.03. 2 77 5 me 0 mou„ofS500.00. TheNoneeof 

' Ap pe U wasfiledonJuue l 5,2005.BisbeUevedtha,noextension S are 

required- 
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However, in the event that the undersigned is mistaken in his calculations, an 
appropriate extension of time to respond is respectfully petitioned for, and the 
■ Commissionerisherebyau^edtochargemeaccountofmeundersi^ed attorneys, 

Patent Office Deposit AccountNo. 03-2775, fox any fees whichmay be dueuponme 
filing of this paper. 

Respectfully submitted, 

CONNOLLY BOVE LODGE & HUTZ LLP 




Ashley I. Vezsnier; Rejj 
P.O. Box 2207 
Wilmington, DE 19899 
(302) 888-6270 
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APPENDIX! 

1. A coloredmolding composition made from polyacetal copolymer, wherein the 
polyacetal copolymer consisting essentially of oxymethylene units and 
oxyethylene units, and strong protonic acid and/or a derivative of a strong 
protonic acid was used as initiator during preparation of the polyacetal copolymer, 
and a colorant, and the emission of formaldehyde from the colored molding 
compositions lower than from amo^ ^ 

copolymer was prepared using a Lewis acid as initiator and wherein the 
formaldehyde emission, determined on test specimens in accordance with the 
German Automotive Industry Recommendation No. 275 (VDA 275), is not more 
than 20 mg/kg. 

2. The molding composition as claimed in claim 1 , which comprises from 0.1 to 
3.0% by weight of colorants selected from the group consisting of white pigments, 
black pigments, and color pigments. 

3. The molding composition as claimed in claim 2, wherein the colorants carry a 
coating of an alkali metal salt of a fatty acid having at least 12 carbon atoms. 

4-10 cancelled 

11. The molding composition as claimed in claim 1, wherein the polyacetal 
copolymer comprises from 0.1 to 10 mol% of oxyethylene units. 

12. The molding composition as claimed in claim 1, wherein the formaldehyde 
emission, determined on test specimens in accordance with the German 
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Automotive Industry Recommendation No. 275 (VDA 275), is not more than 
60% of the formaldehyde emission of a colored molding composition for which 
the polyacetal copolymer was prepared using BF 3 as the initiator. 

13. cancelled 

14. The molding composition as claimed in claim 1, which further comprises from 0.1 
to 1 0% hy weight of stabilizers and auxiliaries. 

15. A process to prepare a molding composition which comprises preparing a 
polyacetal copolymer which consisting essentially of oxymethylene units and 
oxyethylene units, using trifluoromethanesulfonic add and/or a derivative of 
trifluoromethanesulfonic acid as an initiator, inixing the polyacetal copolymer 
with at least one colorant selected from the group consisting of white pigments, 
black pigments and color pigments, and obtaining a colored polyacetal molding 
composition whose emission of formaldehyde is lower man from a molding 
composition for which the polyacetal copolymer was prepared using a Lewis acid 
as an initiator and wherein the formaldehyde emission, determined on test 
specimens in accordance with the German Automotive Industry Recommendation 
No. 275 (VDA 275), is not more than 20 mg/kg. 

' 16. The process as claimed in claim 15, wherein said colorant is in an amount from 
0.1 to 3.0% by weight • 

17. The process as claimed in claim 16, wherein the colorant carries a coating of an 
alkali metal salt of a fatty acid having at least 12 carbon atoms. 
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18. Theproce Sa as claimed in claim 15, wherein the polyacetal copolymer comprises 
from 0.1 to 1 0 mol% of oxyethylene units. 

19 The process as claimed in claim 15, wherein the formaldehyde emission, 
determined on test specimens in accordance with the German Automotive 
Industry Recommendation No. 275 (VDA 275), is not more than 60% of the 
formaldehyde emission of a colored molding composition for which the 
polyacetal copolymer was prepared using BF 3 as initiator. 

20. cancelled 

21 . The process as claimed in claim 15, which further comprises from 0. 1 to 10% by 
weight of stabilizers and auxiliaries. 

22. The process as claimed in claim 16, wherein the polyacetal copolymer comprises 
from 1.0 to 2.5 mol% of oxyethylene units. 

23. The process as claimed in claim 15, wherein the formaldehyde emission, 
determined on test specimens in accordance with the German Automotive 
Industry Recommendation No. 275 (VDA 275), is not more than 50% of the 
formaldehyde emission of a colored molding composition for which the 
polyacetal copolymer was prepared using BF 3 as the initiator. 

24. The process as claimed in claim 16, wherein the formaldehyde emission, 
determined on test specimens in accordance with the German Automotive 
Industry Recommendation No. 275 (VDA 275), is less than 10 mg/kg. 
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25. A process for reducing the formaldehyde emission of colored molding 

compositions made from polyacetal copolymer, which comprises preparing a 
polyacetal copolymer consisting essentially of oxymethylene units and 
oxyethylene units, using trifluoromethanesulfonic acid and/or a derivative of 
trifluoromethanesulfonic acid as an initiator, mixing the polyacetal copolymer 
with at least one colorant selected from the group consisting of white pigments, 
hlack pigments and color pigments, and obtaining a colored polyacetal molding 
composition whose emission of formaldehyde is lower than from a molding 
composition for which the polyacetal copolymer was prepared using a Lewis acid 
as initiator. 

26. The process as claimed in claim 25, wherein when the initiator is added in a 
solvent. 
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